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DETAILED ACTION 

Continued Prosecution Application 

1 . The request filed on July 9, 1 998 for a Continued Prosecution Application (CPA) under 
37 CFR 1 .53(d) based on parent Application No. 08/610,758 is acceptable and a CPA has been 
established. An action on the CPA follows. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-7 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Rejections - 35 USC§ 112 

3. Claims 4 and 5 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Regarding claim 4, lines 3-4, there is no proper antecedent basis for "the play mode, pause 
mode, fast-forward mode or rewind mode," and "the picture screen of said liquid-crystal display 
monitor." Therefore, it should be change to —a play mode, fast-forward mode or rewind mode-, 
and —a picture screen of a liquid-crystal display monitor--. 
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As for claim 5, it is unclear how "a plurality of video pictures recorded as continuous 
motion images" recited in lines 3-4 relates to "a plurality of video pictures recorded by a video 
camera as continuous motion images" recited in claim 1, lines 2-3. If there are the same 
"continuous motion images," the examiner suggests changing "a plurality of video pictures 
recorded as continuous motion images" recited in claim 5, lines 3-4 to "said plurality of video 
pictures recorded as continuous motion images." 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 



Claim Rejections - 35 USC § 103 



• 
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5. Claims 1, 3, and 5- 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Finelli et al. (U.S. 4,937,676) in view of Beveridge et al. (U.S. 5, 621,492). 

Regarding claim 1, Finelli '676 discloses, in Fig. 1, a video for printing on a printing paper 
as a hard copy (col. 6, lines 55-65), and the printer comprising: printer housing (12) to which a 
video camera (10) can be attached. As shown in Fig. 3, once the two are attached, they can 
communicate with each other through an interface (108, 112). Fig. 1 of Finelli c 676 further shows 
that both the camera and the printer include an operation system (42 and 64, respectively). As 
discussed in col. 6 in the last paragraph, these interface systems can be used interchangeably. This 
is, the interface system on the printer can be used to control the camera. 

It is noted that Finelli '676 does not explicitly show a continuous motion images captured 
by the video camera. 

However, the above mentioned claimed limitation is notoriously well-known in the art as 
evidence by Beveridge '492. Moreover, Beveridge '492 teaches the use of the video camera 
which capture a continuous motion images (see Figs. 1 and 2; col. 2, lines 25-30, col. 3, lines 35- 
40). In this way, the user can choose a single desired image from the continuous sequence of 
images captured by the video camera (14) without wasting both people's time and cost. 

Therefore, having the system of Finelli '676 and then given the well-established teaching 
of Beveridge '492, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Finelli '676 by providing the teaching of Beveridge 
'492 in order to provide low cost system for taking a self-portrait which allows a user a choice of 



Serial Number: 08/610,758 



Page 5 



Art Unit: 2712 

a desired pose to be printed on a hard-copy medium without wasting users' time as taught by 
Beveridge '492 (see col. 1 and 2 of Beveridge '492). 

As for claim 3, Finelli c 676 shows in Fig. 2 that the printer has a pair of guide rails (74, 76) 
for mounting the camera so that the electrodes (78) of the two devices are lined up. 

As for claims 5-6, Fig. 3 of Finelli '676 show that the printer includes a memory (80) 
which stores images transmitted to the printer from the camera. 

As for claim 7, Finelli '676 shows a video camera operation switch and a printer operation 
switch (col. 3, lines 15-25 and lines 45-55). 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Finelli '676 in view 
of Beveridge '492 as applied to claims 1, 3 and 5-7 above, and further in view of Itoh et al. (U.S. 



Regarding claim 4, the combination of Finelli '676 and Beveridge '492 show that the 
printer includes a LCD display for displaying the images transferred from the video camera (see 
Fig. 1 of Finelli '676, and col. 2, lines 25-30; and Figs. 1 and 2 of Beveridge '492). Further, 
Finelli '676 discloses that images may be continuously shown on the display in a "shuttle ring" 
fashion (see col. 6, lines 35+). 

However, the combination of Finelli '676 and Beveridge '492 do not explicitly show that 
the play mode, pause mode, fast-forward mode or rewind mode is displayed on the picture screen 
of a LCD monitor as specified in claim 4. 



4,935,763). 



i 
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The above mentioned claimed limitations are notoriously well-known in the art as 
evidence by Itoh '763. Furthermore, Itoh c 763 teaches that the play mode, pause mode, fast- 
forward mode or rewind mode is displayed on the picture screen of the LCD monitor in order to 
minimize the camera operation error and further enhance the user's conveniences (Fig. 12, col. 
20, lines 10-30). 

Therefore, having the system of combination of Finelli '676 and Beveridge fi 492 and then 
given the well-established teaching of Itoh '763, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to provide the teaching of Itoh '763 to the 
system of Finelli '676 for the purpose of minimizing the camera operation error and further 
enhancing the user's conveniences as suggested by Itoh '763. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Finelli '676 in view 
of Beveridge '492 as applied to claims 1, 3 and 5-7 above, and further in view of Nagano et al. 
(U.S. 5,561,462). 

Regarding claim 2, Finelli '676 does not explicitly state that the video camera includes a 
LCD display which the user uses to visually confirm images while the camera is attached to the 
printer. Finelli '676 shows that the printer includes a LCD display which is used by the suer to 
visually confirm images. 

However, it is notoriously well-known in the camera art that cameras include LCD 
displays. Nagano '462 is an example of an electronic still camera which includes a LCD display. 
As stated in col. 5, lines 50+, this LCD displays images. This make the camera more adaptable to 
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being used while separated from the printer (as Finelli '676 states that it may be used) because the 
user may see the pictures without needing the bulk of having the camera connected to the printer 
if a printing function is not desired. For this reason, it would have been obvious to include a LCD 
display on the camera body, along with or instead of, the display located on the printer so that the 
user can view images when the camera is separated form the printer. 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. Sakaue'362 and Mizutani : 868 show a video printer system having a plurality of video 
pictures recorded as continuous motion images and a printer for printing the selected video image. 

9. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Aung S. Moe whose telephone number is (703) 306-3021. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Wendy Garber, can 
be reach on (703) 305-4929. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 
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(703) 308-9051, (for formal communication intended for entry) 

or: 

(703) 308-5399, (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington, VA., Sixth Floor (Receptionist). 



A. Moe 



July 31, 1998 




